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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 12/27/2006 have been fully considered but they are 
not persuasive. 

2. The Examiner now provides the applicant with an attached PTO-1449 form filed 
December 22/2003 with all references being initialed as requested. 

3. The Examiner's response to the applicant's remarks is incorporated in the , 
rejection found below. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 6, 8 and 15 and 17-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Laursen et al (US Patent No. 6,065,120) in view of Hirama (JP 
410210073A). 

As per claims 1 and 15, Laursen et al disclose a mobile or portable wireless 
phone having web-browser capability for remotely effectuating a financial transaction 
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with a server while being connected to the Internet using CDPD, CDMA GSM or TDMA 
network infrastructure for facilitating communication therein. See column 5, line 58 to 
column 6, line 63 of Laursen et al. In the system of Laursen et al, prompts are provided 
to users of mobile terminals and responses to these prompts are provided to a server of 
an institution. See column 13, lines 10-67 of Laursen etal. 

Laursen et al do not explicitly state the requested communication between the 
mobile communication terminal and the server of the institution relates to a contract. 
Hirama discloses a method for requesting services related to a contract from a portable 
telephone to a remote server. See the abstract. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Hirama into that of Laursen et al in 
order to enable a financial transaction such as a contract to be mediated using a mobile 
communication terminal of a user. The motivation would have been to enable electronic 
commerce on the portable terminal whereby a user may do so at any time or place in 
their privacy. 

2. Applicant has amended the independent claims to recite that the electronic commerce 
contract is for a "new electronic-commerce 11 contract and argued that the combined references 
deal with pre-existing contract and does not call for a new electronic-commerce contract. 

In response, whether or not the combined references teach a pre-existing contract, the 
Examiner asserts that pre-existing contract was previously initiated between a customer and a 
service provider, thus a new electronic commerce contract was inherently present at a past date. 
Thus, the claims as now amended do not define over the combination of Laursen et al and 
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Hirama. Furthermore, it is noted that either Laursen et al and/or Hirama has the capabilities to 
initiate a new contract or transaction for a product or service. Since the combination of 
Laursen et al and Hirama discloses transmitting information requested for an electronic 
commerce entered by a user to a server of an institution which provides a service by contract in 
accordance with an electronic contract, initiating a new electronic commerce contract would 
have been obvious to one of ordinary skill in the art to do because both the claimed invention 
and the combined references do not end only after a new electronic commerce contract is 
contemplated. Thus, to use or act on a contract, that contract was initiated as a new electronic 
contract. Furthermore, it is well known in the art that when most contracts are initiated as new 
electronic contracts, certain customer information must be obtained and. stored at a computer or 
server of the financial service provider. Thus, whether or not the combined references recite 
these teachings, such would have been obvious to do by one of ordinary skill in the art. Thus, the 
claims as amended do not distinguish over the art of record. 

As per claim 6, Laursen et al disclose a step of conducting user authentication of 
the user of the mobile communication terminal. See columns 7-8 of Laursen et al. 

As per claim 8, the mobile communication terminal of Laursen et al is a mobile 
telephone. 



As per claims 17 and 20, Laursen et al disclose a mobile or portable wireless 
phone having web-browser capability for remotely effectuating a financial transaction 
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with a server while being connected to the Internet using CDPD, CDMA GSM or TDMA 
network infrastructure for facilitating communication therein. See column 5, line 58 to 
column 6, line 63 of Laursen et al. In the system of Laursen et al, prompts are provided 
to users of mobile terminals and responses to these prompts are provided to a server of 
an institution. See column 13, lines 10-67 of Laursen et al. 

In so doing, Laursen et al disclose a server apparatus, which is a relay mode in a 
communication network comprising functions of: 

storing at least a password of a user and subscriber information of a mobile 
communication terminal served by said mobile communication network, said server 
apparatus being adapted to relay, on the basis of said subscriber information, 
communication between said mobile communication terminal and a server terminal of 
an institution providing a service; 

transmitting to a mobile communication terminal accessing said server 
apparatus, first entry screen data to be displayed on a display of said accessing mobile 
communication terminal, in response to a service request from said accessing mobile 
communication terminal said first entry screen data prompting a user of said accessing 
mobile communication terminal to input a password; 

conducting user authentication of said user by matching said password inputted 
by said user and said password corresponding to said accessing mobile communication 
terminal stored in memory; 

transmitting to said accessing mobile communication terminal second entry data 
to be displayed on a display of said mobile communication terminal, said second entry 
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screen data prompting said user to input information required for said service, in a case 
that said server apparatus receives, from said user who has been authenticated by said 
user authentication, a request for a service contract with an institution providing a 
service. 

See columns 12-14 of Laursen et al. 

Laursen et al do not explicitly state the requested communication between the 
mobile communication terminal and the server of the institution relates to a contract. 
Hirama discloses a method for requesting services related to a contract from a portable 
telephone to a remote server. See the abstract. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Hirama into that of Laursen et al in 
order to enable a financial transaction such as a contract to be mediated using a mobile 
communication terminal of a user. The motivation would have been to enable electronic 
commerce on the portable terminal whereby a user may do so at any time or place in 
their privacy. 

Laursen et al disclose a step of conducting user authentication of the user of the 
mobile communication terminal. See columns 7-8 of Laursen et al. 

As per claim 18, the combined teachings of Laursen et al and Hirama are 
discussed above. The combined teaching does not explicitly state the contract being a 
credit card contract. Laursen et al disclose providing stock information to a user of the 
mobile communication terminal. Hirama discloses mediating a contract between a user 
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and a server. Providing other types information such as a credit card contract using the 
combination of Laursen et al and Hirama would have been obvious to one of ordinary 
skill in the art at the time the invention was made because one of ordinary skill in the art 
viewing the combination of Laursen et al and Hirama would have been motivated to add 
or substitute any desired kind of contract therein since the combination therein would 
perform similarly as the type of contract would not affect the functioning of the overall 
combination. A such, it would have been obvious to one of ordinary skill in the art to 
also include a credit card contract in the system of Laursen et al and Hirama in order to 
provide various types of banking services to remote users thus providing an attractive 
financial system to remote users wherein users can instantly apply and obtain the status 
of their contract. 

As per claims 19 and 21, in the combination of Laursen et al and Hirama, the 
transmission of data would have been achieved using an encrypted transmission 
algorithm for security purposes. 

3. Claims 2-5, 7, 9-14 and 16 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Laursen et al (US Patent No. 6,065,120) and Hirama 

(JP 410210073A) as applied to claims 1 and 16 above in view of Zandi (US Patent No. 

5,966,699). 

As per claims 2 and 16, the teachings of Laursen et al and Hirama are discussed 
above. The combined teachings do not explicitly recite the steps of transmitting 
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information on approval or denial..., when the contract is approved, transmitting 
information required for electronic-commerce... and the mobile communication 
terminal... storing the information in a memory. Laursen et al disclose communicating 
back and forth between the portable communication terminal and a remote server. 

Zandi discloses a system and method for presenting a loan application to a user 
located in a remote location when in communication with a server. In so doing, Zandi 
discloses all the claimed transmitting..., when a contract is approved, transmitting 
information required for electronic-commerce transactions prescribed in the 
contract... and a remote user computer... storing the information in a memory. Applicant 
is directed to column 4, line 50 to column 5, line 23 and column 9, lines 19-31 of Zandi. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Zandi into Laursen et al and Hirama 
whenever a banking function such as a loan or a contract is being requested by a user 
of the mobile communication terminal. The motivation would have been to facilitate 
both lenders and borrowers to effect loan banking functions at any time and from any 
location and also to confirm terms, conditions and agreement related to their financial 
transactions. 

4. Applicant's representative then states that Zandi is silent regarding any form of 
electronic commerce contract. 

In response, the Examiner disagrees with the applicant's assertion because 
Zandi is directed to a system and method for providing a loan to a potential loan 
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borrower. As such, the Examiner asserts that a loan includes terms and conditions, and 
therefore is regarded as an electronic commerce contract 

As per claim 3, data entry and data display are made on the display screen of the 
portable terminal of Laursen et al. 

As per claims 4-5, in the system of Laursen et al, Hirama and Zandi, the entry 
screen information are stored in the server or in a relaying device of the institution for 
relaying data exchanges between the mobile communication terminal and the server 
which provides the service by contract. See figure 1 of Laursen and column 4 of Zandi. 

As per claim 7, the combined teaching of Laursen et al and Hirama is not 
explicitly directed to a contract being a credit card contract. Zandi teaches one type of 
banking function being a loan method and system. It would have been obvious to one 
of ordinary skill in the art to also include credit card application in the system of Laursen 
et al, Hirama and Zandi in order to provide various types of banking services to remote 
users thus providing an attractive financial system to remote users wherein users can 
instantly obtain the status of their application. 

As per claims 9-12, Laursen et al disclose storing all information at the server of 
an institution for later transmission to the communication terminal. Laursen et al. 
Disclose their information relate to the provision of stock information to users of the 
mobile or cellular phones. These information are stored at a sever of the institution. 
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Functions of the information being stored at a server of the financial institution for later 
communication with a terminal of the system are taught by Zandi. See figures 2-3 and 
column 4, lines 49-67of Zandi. 

Determining approval or denial of a contract based on information required for 
contract that have been entered by the user is not explicitly taught by Laursen et al. or 
Hirama. These functions are taught by Zandi on column 4, line 63 to column 5, line 23 
and column 8, line 44 to column 9, line 32 of Zandi. 

The motivation to combine Zandi with Laursen et al and Hirama is the same as 
stated above and furthermore to avoid interfering with sensitive information. 

As per claim 13, having the first to sixth steps being conducted without 
intercepting a call would have been obvious to one of ordinary skill in the art to do in the 
combined system of Laursen et al, Hirama and Zandi with the motivation of performing 
a complete transaction with one access to the remote server. 

As per claim 14, the combination of Laursen et al, Hirama and Zandi does not 
explicitly state after conducting the first to third steps, a call is disconnected and wherein 
call is connected again at a later time so as to conduct the fourth to sixth steps. 

Zandi teaches that a user may again access the status of his/her loan. 
Furthermore, if a call is disconnected, the user being connected again at a later time so 
as to conduct the fourth to sixth steps would have been obvious to one of ordinary skill 
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in the art to do when combining Laursen et al, Hirama and Zandi in order to allow the 
final process of the requested loan. 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frantzy Poinvil whose telephone number is (571) 272- 
6797. The examiner can normally be reached on Monday-Thursday from 7:00AM to 
5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on (571) 272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/868,477 



Page 12 



Art Unit: 3692 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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